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Examination of Application #10/554,389 

1. Claims 1-13 of application 10/554,389, filed on 25-October-2005 are presented for 
examination. 

Claim Rejections under 35 U.S.C. §112, 2nd Paragraph 

2. Claims 1 -1 2 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being vague and 
indefinite for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The following is a list of the specific rejections: 

claim 1 / line 9 making the evaluation function which makes the evaluation function 



1 /5 


in a production 


2/2 


for making for the production state • renewing 


2/9 


according to change of the optical 


3/3 


sensitivity parameter determined 


3/4 


state is included as 


4/5 


optical parameter a step 


4/5 


for making an evaluation function which makes an evaluation function 


5/2 


on a value of a table of 


6/2 


of the table of 


7/1 


a table of an amount of 


7/2 


is composed by combination 


7/2-3 


of a kind of 


8/2 


the kind of 


8/2 


one of Newton error 


9/2 


the kind of 


10/2 


can be taken in the 


11 12 


an amount of error is set up to each 


12/2 


state further provided 
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12/4 



12/3 



error with change of the 
based on the table of 



Claim Rejections under 35 U.S.C. § 101 



3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter or any new and useful improvement thereof, may obtain a patent therefore, 
subject to the conditions and requirements of this title. 

3.1 Claims 1-12 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. The invention claims a design method of an optical system 
using an evaluation function. 

3.2 This claimed subject matter lacks a practical application of a judicial exception (law of 
nature, abstract idea, naturally occurring article/phenomenon) since it fails to: 1) physically 
transform or reduce an article to a different state or thing; or 2) having the final result (not the 
steps) achieve or produce a: useful (specific, substantial, AND credible utility), concrete 
(assured, substantially repeatable/non-unpredictable), and tangible (real world/non-abstract, 
enabling usefulness to be realized) result. The Courts have found that subject matter that is not 
a practical application or use of an idea, a law of nature or a natural phenomenon is not 
patentable. As the Supreme Court has made clear, " [a]n idea of itself is not patentable," 
Rubber-Tip Pencil Co. v. Howard, 20 U.S. (1 Wall.) 498, 507 (1874); taking several abstract 
ideas and manipulating them together adds nothing to the basic equation. In re Warmerdam, 31 
USPQ2d 1754 (Fed. Cir. 1994). 

3.3 Specifically, the claimed subject matter does not produce a tangible result because the 
claimed subject matter fails to produce a result that is limited to having real world value rather 
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than a result that may be interpreted to be abstract in nature as, for example, a thought, a 
computation, or manipulated data. More specifically, the claimed subject matter provides for 
setting an initial value which sets up an optical parameter in a design state where a production 
error has not been taken into consideration, a step for making/renewing, where an optical 
parameter in a production is made by adding the production error to the optical parameter in the 
design state, or the production error of the optical parameter in an existing production state is 
renewed, a step for making the evaluation function which makes the evaluation function, and a 
step for performing optimization which determines an optimal optical parameter by optimizing the 
evaluation function. This produced result remains in the abstract and, thus, fails to achieve the 
required status of having real world value, because the claims are determined to be a 
mathematical algorithm, converting one set of numbers into another set of numbers, whereby 
the method does not manipulate appropriate subject matter, and thus cannot constitute a 
statutory process (MPEP Section 2106.02). 



Claim Rejections under 35 U.S.C. § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by 
the applicant for patent, except that an international application filed under the treaty defined in 
section 351(a) shall have the effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United States and was published 
under Article 21(2) of such treaty in the English language. 
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4.1 Claims 1 and 4 are rejected under 35 U.S.C. 102(e) as being anticipated by Yabe, USP 
6,895,334. 

4.2 Yabe discloses: 

Claim 1 : a step for setting an initial value which sets up an optical parameter in a design state 
where a production error has not been taken into consideration [col. 4, lines 50-55], a step for 
making/renewing, where an optical parameter in a production is made by adding the production 
error to the optical parameter in the design state, or the production error of the optical parameter 
in an existing production state is renewed [col. 4, lines 55-62], a step for making the evaluation 
function which makes the evaluation function [col. 4, line 67], and a step for performing 
optimization which determines an optimal optical parameter by optimizing the evaluation function 
[col. 4, lines 62-65]. 

Claim 4: a step for setting an initial value which sets up a value in a design state as a value of 
an optical parameter [col. 4, lines 50-55], a step for setting a production state which sets up a 
value in the production state as a value of an optical parameter a step for making an evaluation 
function which makes an evaluation function in which a production state is a variable [col. 4, line 
67], and a step for performing optimization which optimizes the evaluation function [col. 4, lines 
62-65], wherein a value in the production state is set up by adding a predetermined amount of 
error to the value in the design state [col. 4, lines 54-55]. 



Claim Objections 

5. Claim 13 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 



Response Guidelines 

6. A shortened statutory period for response to this action is set to expire 3 (three) months 
and 0 (zero) days from the date of this letter. Failure to respond within the period for response 
will cause the application to become abandoned (see MPEP 710.02, 710.02(b)). 

6.1 Any response to the Examiner in regard to this non-final action should be 
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directed to: Russell Frejd, telephone number (571 ) 272-3779, Monday-Friday 
from 0530 to 1400 ET, or the examiner's supervisor, Kamini Shah, 
telephone number (571 ) 272-2279. Inquires of a general nature or 
relating to the status of this application should be directed to the TC2100 
Group Receptionist (571) 272-2100. 

mailed to: Commissioner of Patents and Trademarks 
P.O. Box 1450, Alexandria, VA 22313-1450 

or faxed to: (571)273-8300 

Hand-delivered responses should be brought to the Customer Service Window, Randolph 
Building, 401 Dulany Street, Alexandria, VA, 22314. 



Date: 29-September-2007 /Russell Freid/ 

Primary Examiner AU 21 28 



